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DETAILED ACTION 

1 . This Office Action is response to Applicants 1 response filed on 1 1/22/2004. 

2. Claim 15 is cancelled dated 02/11/2004. 

3. Claims 1-14 & 16-27 are pending in this application. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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6. Claims 1-14 and 16-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pub. No.: US 2002/0035697 A1 of McCurdy et al. (hereafter 
McCurdy) in view of US Patent No. 6,192,396 B1 issued to Kohler. 

With respect to claim 1 , McCurdy teaches receiving a user input selecting the 
text from the electronic book to form selected text (a user enables to receive/obtaining 
the electronic document or text from the reader device such as electronic book or PDA 
or notebook or laptop computers and selecting or highlight the text and sending to the 
recipient: section 0159, 061-0163 and 0176-0177; highlighting the text: sections 0213- 
0216; also see fig. 8). 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach automatically 
sending the selected text to each electronic book for a designated set of recipients in 
response to receiving the user input selecting the text. 

However, Kohler teaches the highlighted text /portions of message to be 
automatically sent to a designated as intended for selected recipients (col. 7, lines 26- 
40 and col. 8, lines 1-10; also see col. 1, lines 60-67, col. 2, lines 1-40; also see 
abstract). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy's fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 2, McCurdy teaches a method in a data processing system 
as discussed in claim 1 . 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach displaying a list 
wherein the designated set of recipients is selected from the list. 

However, Kohler teaches a list of intended recipients is displayed (see fig. 7 and 
col. 6, lines 65-67). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy's fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 3, McCurdy teaches a method in a data processing system 
as discussed in claim 1 . 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach wherein the 
selected is highlighted text. 

However, Kohler teaches highlighting the portion of text and using focus indicator 
to highlight the selected text (col. 2, lines 30-36; col. 6, lines 28-30). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy's fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 4, McCurdy teaches a method in a data processing system 
as discussed in claim 1 . 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach wherein the 
highlighted text in a different color from unselected, bolded text, and text with a different 
font type from unselected text. 
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However, Kohler teaches using color to differ with the unselected text (col. 6, 
lines 32-36). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy' s fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 5, McCurdy teaches storing the highlighted text in a data 
structure (HTML data structure: sections 0077 & 0186). 

With respect to claim 6, McCurdy teaches wherein the data structure is a 
download file (sections 0085 and 01 01 -01 03). 

With respect to claim 7, McCurdy teaches wherein the text is a notated message 
of text in the electronic book (section 0213). 

With respect to claim 8, McCurdy teaches wherein the text is a highlighted 
passage of text in the electronic book (highlighting the text notes: section 0213). 

With respect to claim 9, McCurdy teaches a method in a data processing system 
as discussed in claim 1 . 
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McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 01 77 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach wherein the 
sending step sends the highlighted text to the designated set of recipients using a 
communications link. 

However, Kohler teaches the highlighted text /portions of message to be 
automatically sent to a designated as intended for selected recipients (col. 7, lines 26- 
40 and col. 8, lines 1-10; also see col. 1, lines 60-67, col. 2, lines 1-40; also see 
abstract). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy's fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
motivation being to enable the user automatically to send the selected/highlighted 
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text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 10, McCurdy teaches a method in a data processing 
system as discussed in claim 1 . 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach wherein the 
sending step sends the selected text to the designated set of recipients in an electronic 
mail message. 

However, Kohler teaches the computerized messages such as e-mail (col. 1 , 
lines 48-51). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 

i 

from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy's fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
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motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 1 1 , McCurdy teaches a method in a data processing 
system as discussed in claim 1 . 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach wherein the 
selected text is located in a body of the electronic mail message. 

However, Kohler teaches the computerized messages such as e-mail (col. 1, 
lines 48-51; col. 9, lines 65-67 and col. 10, lines 1-16). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy's fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
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motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 12, McCurdy teaches a method in a data processing 
system as discussed in claim 1 . 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach wherein the 
selected text is located in an attachment attached to the electronic mail message. 

However, Kohler teaches an attachment attached in an e-mail message (col. 5, 
lines 60-65). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy's fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
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motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 13, McCurdy teaches receiving a first user input selecting 
the text from the electronic book through a communications link to the data processing 
system (a user enables to receive/obtaining the electronic document or text from the 
reader device such as electronic book or PDA or notebook or laptop computers and 
selecting or highlight the text and sending to the recipient: section 0159, 061-0163 and 
0176-0177; highlighting the text: sections 0213-0216; also see fig. 8). 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach displaying a list of 
recipients, receiving a second user input selecting a designated set of recipient from the 
list of recipients, and sending the highlighted text to each electronic book for a 
designated set of recipients. 

However, Kohler teaches the highlighted text /portions of message to be 
automatically sent to a designated as intended for selected recipients (col. 7, lines 26- 
40 and col. 8, lines 1-10; also see col. 1, lines 60-67, col. 2, lines 1-40; also see 
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abstract) and a list of intended recipients is displayed (see fig. 7 and col. 6, lines 65-67), 
for each recipient, at least one portion of the message is associated with recipient, such 
that at least one recipient does not receive all portions of the message (1 , lines 60-65, 
col. 2, lines 30-40; also see abstract). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy's fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 14, McCurdy teaches receiving a first user input selecting 
the text from the electronic book through a communications link to the data processing 
system (a user enables to receive/obtaining the electronic document or text from the 
reader device such as electronic book or PDA or notebook or laptop computers and 
selecting or highlight the text and sending to the recipient: section 0159, 061-0163 and 
0176-0177; highlighting the text: sections 0213-0216; also see fig. 8); and 
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responsive to user input, sorting the selected text from the at least one remote 
electronic book using a selection criteria to form sorted text (sorting the list by title, date: 
section 0340). 

McCurdy teaches distributing and viewing electronic documents via a reader 
device such as electronic book or e-book, PDA (sections 0004 and 0014), laptop, 
notebook and handheld (sections 0078 and 0084), sharing the content of electronic 
documents (sections 0177 & 0222); receiving or obtaining the text or electronic 
document from the reader and selecting or highlighting the portion of the text or 
electronic document (sections 0159, 0161-0163 and see fig. 8) and sending the text to 
the recipients (sections 0176-0177). McCurdy does not clearly teach displaying a list of 
recipients, receiving a second user input selecting a designated set of recipient from the 
list of recipients, and sending the highlighted text to each electronic book for a 
designated set of recipients. 

However, Kohler teaches the highlighted text /portions of message to be 
automatically sent to a designated as intended for selected recipients (col. 7, lines 26- 
40 and col. 8, lines 1-10; also see col. 1, lines 60-67, col. 2, lines 1-40; also see 
abstract) and a list of intended recipients is displayed (see fig. 7 and col. 6, lines 65-67), 
for each recipient, at least one portion of the message is associated with recipient, such 
that at least one recipient does not receive all portions of the message (1 , lines 60-65, 
col. 2, lines 30-40; also see abstract). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of McCurdy with the 
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teachings of Kohler, wherein the reader device gets or receives the electronic document 
from the user's inputting and selecting or highlighting the text or portion of the of text in 
the system provided therein (McCurdy' s fig. 3, item 80 and fig. 8), would incorporate the 
use of automatically sending the highlighting text to a designated as intended for the 
selected recipients (col. 7, lines 26-40 and col. 1, lines 60-67 and col. 2, lines 1-40). The 
motivation being to enable the user automatically to send the selected/highlighted 
text/portion of text to a designated set of recipients from an electronic book reader 
device. 

With respect to claim 16, McCurdy teaches wherein selection criteria are used to 
sort and group the selected text (sections 0218 and 0340). 

With respect to claim 17, McCurdy teaches wherein the selection criteria includes 
at least one of popularity, name of a user originating text within the selected text, and 
subject matter of portions or text within the selected text (section 0340). 

With respect to claim 18, McCurdy teaches wherein the selected text includes 
passages from at least one remote electronic book (section 0213). 

With respect to claim 19, McCurdy teaches wherein the selected text includes 
annotations made by a user (section 0209). 

With respect to claim 20, McCurdy teaches wherein the selection criteria are 
received from a user input (section 0340). 

With respect to claim 21 , McCurdy teaches wherein the selection criteria are 
received with the selected text (sections 0218 and 0340). 
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With respect to claim 22, McCurdy teaches wherein the sorted text excludes a 
portion of the selected text (section 0340). 

Claim 23 is essentially the same as claim 1 except that it is directed to a data 
processing system rather than a method, and is rejected for the same reason as applied 
to the claim 1 hereinabove. 

Claim 24 is essentially the same as claim 13 except that it is directed to a data 
processing system rather than a method, and is rejected for the same reason as applied 
to the claim 13 hereinabove. 

Claim 25 is essentially the same as claim 14 except that it is directed to a data 
processing system rather than a method, and is rejected for the same reason as applied 
to the claim 14 hereinabove. 

Claim 26 is essentially the same as claim 1 except that it is directed to a data 
processing system rather than a method, and is rejected for the same reason as applied 
to the claim 1 hereinabove. 

Claim 27 is essentially the same as claim 1 except that it is directed to a 
computer program product in a computer readable medium rather than a method, and is 
rejected 
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